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Sir: 

Applicants respectfully request a review of the final rejections set forth in the final 
Office Action dated January 31, 2006, and as further maintained in the Advisory Action 
of May 9, 2006, finally rejecting claims 1-23. Applicants respectfully submit that a 
prima facie case for obviousness has not been established with respect to claims 1-23. 
Further, Applicants submit that there is clear error with regard to at least one element of 
claims 1, 9, 13, and 14, upon which claims 2-8, 10-12, and 15-23 are dependent. 

Claims 1-23 were rejected under 35 U.S.C. §103(a) as being unpatentable over 
Zadeh (U.S. Patent No. 6,047,182) in view of Fischer (U.S. Patent No. 6,295,455). The 
Office Action took the position that Zadeh discloses all of the elements of the claims, 



with the exception of "handing over the user equipment for communicating on a second 
channel with a second different serving base station, wherein said determination of the 
location of the user equipment is suspended until said handing over from the first serving 
base station to the second different base station has been completed." The Office Action 
then cites Fischer as allegedly curing this deficiency in Zadeh. 

Applicants respectfully submit that the present claims recite subject matter which 
is neither disclosed nor suggested by the combination of Fischer and Zadeh, and that, 
therefore, the final rejections are improper and without basis. Zadeh and Fischer do not 
disclose or suggest that the "determination of the location of the user equipment is 
suspended until said handing over from the first serving base station to the second 
different base station has been completed," as recited in claims 1, 13, and 14, and 
similarly recited in claim 9. The Office Action, as discussed above, acknowledges that 
Zadeh fails to teach this feature of the claims. However, the Office Action asserts that 
Fischer allegedly discloses these features. Applicants respectfully submit that this 
assertion is in error as Fischer also fails to disclose these features of the claims. 

Fischer teaches that the transmission of position measuring data should not effect 
the transmission of more important signaling data, and, therefore, makes it possible to 
delay the transmission of the position measuring data in order to make way for critical 
signaling data (Fischer, Column 10, lines 5-11, and Fig. 3). Consequently, the manner in 
which data bursts are stolen in order to transmit position measuring data on a channel 
must take into account the type of data being transmitted in the data bursts. However, 



Fischer is concerned with a method relating to the insertion of position measuring data 
into a channel, and for the call connection between the mobile station and a base 
transceiver station (Fischer, Fig. 3). Therefore, Fischer does not disclose or suggest that 
the method should be implemented during handoff from a first serving base station to the 
second different serving base station, as recited in the present claims. 

Fischer further discloses a method of controlling the transmission of positioning 
data during handoff. Fischer specifically discloses that "position measuring data can be 
transmitted during or following a handover operation" (Fischer, Column 14, lines 54-56). 
The operation of the system during handoff is determined by setting a flag to instruct 
both the mobile station and the location measurement units to perform one of: (1) 
continue transmitting positioning data over a previously used channel after handoff to a 
new channel, (2) stop all transmission of positioning data, or (3) postpone handoff to the 
new channel until the positioning data has been transmitted (Fischer, Column 14, line 62 
- Column 15, line 5). 

Applicants respectfully submit that none of the options disclosed by Fischer 
correspond to suspending the determination of the location of the mobile station during 
the hading over operation, as recited in the present claims. Rather, the first and third 
options of Fischer, as outlined above, teach the continuation of the positioning operation 
through the handoff procedure. The second option disclosed by Fischer teaches that the 
mobile station should stop the transmission of positioning data and perform the handover 
as ordered. Fischer does not disclose or suggest if or how the transmission of positioning 



data might continue once the handover has been successfully completed. As such, 
Applicants respectfully submit that stopping the transmission of positioning data as 
disclosed by Fischer does not correspond to suspending the determination of the location 
of the user equipment, as recited by the present claims. 

According to embodiments of the present invention, while the determination of the 
mobile station position is suspended, it is not necessary for the mobile station to stop the 
transmission of positioning data nor is it necessary to provide any command or indicator 
to the mobile station to begin transmission once handover is completed. In contrast, 
Fischer teaches the continuation of the transmission of positioning data through the 
handoff procedure or, alternatively, that the transmission of positioning data should stop 
completely thereby allowing a new positioning operation to be started once handoff has 
been completed. Accordingly, Fischer fails to disclose or suggest that the determination 
of the location of the mobile station should be suspended during the handoff procedure as 
recited in the present claims. Zadeh, as acknowledged in the Office Action, also fails to 
disclose or suggest this limitation of the claims. 

Therefore, Applicants respectfully assert that the combination of Fischer and 
Zadeh fails to disclose or suggest all of the elements of claims 1,9, 13, and 14. As such, 
Applicants submit that the rejection is improper and without basis. 

Applicants note that claims 2-8, 10-12, and 15-23 are dependent upon claims 1, 9, 
and 14, respectively. Therefore, claims 2-8, 10-12, and 15-23 should be allowed for at 



least their dependence upon claims 1, 9, and 14, and for the specific limitations recited 



For at least the reasons discussed above, Applicants respectfully assert that there is 
clear error in that the Office Action has failed to establish a prima facie case for 
obviousness, as the cited combination of Fischer and Zadeh does not disclose or suggest 
all of the elements of the presently pending claims. It is therefore respectfully requested 
that all of claims 1-23 be allowed, and this application passed to issue. 

In the event there are any fees due with respect to the filing of this paper, please 
charge Counsel's Deposit Account 50-2222. 
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